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Response to Amendment 

Response to Arguments 

1 . Applicant's arguments filed 5/1 1/2006, regarding claims 1-15, have been fully 
considered but they are not persuasive. Applicant's arguments with respect to claims 
16-19 have been considered but are moot in view of the new ground(s) of rejection. 

2. Applicant argues that Simpson et al. do not teach "an external module that 
collects information from a mobile communications terminal and stores the data 
collected" because they teach pre-programming the module with data and uploading it 
to the mobile communications terminal. However, the examiner respectfully disagrees 
because after the module is installed, it may be modified by the user in order to 
customize the operation of the terminal (see column 6 lines 48-68, column 7 lines 1-2, 
where Simpson et al. disclose customizing the operation (information relating to the 
internal state) of the mobile to his personal preference and storing the customizing data, 
hence the data is collected) 

Specification 

3. The examiner accepts the changes made to the specification in order to 
overcome the objections to the specification of the previous Office Action. However, 
applicant has included additional changes that are not clear to the examiner. The 
following changes submitted by the applicant are objected: amendment of the 
paragraph beginning at page 16 (line 10), amendment of the paragraph beginning at 
page 16 (line 22), amendment of the paragraph beginning at page 17 (line 7), 
amendment of the paragraph beginning at page 17 (line 17), amendment of the 
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paragraph beginning at page 18 (line 1), amendment of the paragraph beginning at 
page 18 (line 24), amendment of the paragraph beginning at page 19 (line 11), 
amendment of the paragraph beginning at page 19 (line 23), amendment of the 
paragraph beginning at page 20 (line 1), amendment of the paragraph beginning at 
page 20 (line 15), amendment of the paragraph beginning at page 20 (line 25), 
amendment of the paragraph beginning at page 21 (line 10) and amendment of the 
paragraph beginning at page 21 (line 15). 

4. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. The following title is 
suggested: METHOD FOR TESTING COMMUNICATION PROTOCOL HAVING 
COLLECTION OF INTERNAL INFORMATION OF A MOBILE COMMUNICATION 
TERMINAL BY AN EXTERNAL MODULE. 

Drawings 

5. The examiner accepts the changes made to the drawings in order to overcome 
the objections of the previous Office Action. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1-15 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Simpson et al. (US 5,404,580). 
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Consider claim 1, Simpson et al. disclose an external module (smart card) for 
installation into a mobile communication terminal (Abstract, column 4 lines 49-52), said 
external module comprising; a collection mechanism (keypad interface) for 
communicating with said mobile communication terminal to collect information relating 
to the internal state of said mobile communication terminal (Column 6 lines 48-68, 
column 7 lines 1-2, where Simpson et al. disclose customizing the operation 
(information relating to the internal state) of the mobile to his personal preference and 
storing the customizing data, hence the data is collected); and a storage mechanism for 
storing therein information that has been collected by said collection mechanism 
(Column 6 lines 48-68, column 7 lines 1-2, figure 3 element 132). 

Consider claim 8, Simpson et al. disclose a mobile communication terminal in 
which an external module is installed (Abstract, column 4 lines 49-52), said mobile 
communication terminal comprising: an acquisition mechanism (keypad) for acquiring 
information relating to the internal state of said mobile communication terminal (Column 
6 lines 48-68, column 7 lines 1-2, where Simpson et al. disclose customizing the 
operation (information relating to the internal state) of the mobile to his personal 
preference and storing the customizing data, hence the data is acquired by the mobile 
terminal); and an output mechanism (keypad interface and microprocessor) for 
supplying information that has been acquired by said acquisition mechanism to said 
external module (Column 6 lines 48-68, column 7 lines 1-2, figure 3 element 122). 

Consider claim 9, Simpson et al. disclose a mobile communication system 
comprising: a mobile communication terminal (Abstract); and an external module for 
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installation into said mobile communication terminal (Abstract, column 4 lines 49-52); 
wherein said mobile communication terminal comprises: an acquisition mechanism 
(keypad) for acquiring information relating to the internal state of said mobile 
communication terminal (Column 6 lines 48-68, column 7 lines 1-2, where Simpson et 
al. disclose customizing the operation (information relating to the internal state) of the 
mobile to his personal preference and storing the customizing data, hence the data is 
acquired by the mobile terminal); an output mechanism (keypad interface and 
microprocessor) for supplying information that has been acquired by said acquisition 
means to said external module (Column 6 lines 48-68, column 7 lines 1-2, figure 3 
element 122); and wherein said external module comprises: a collection mechanism for 
collecting information that has been supplied by said output mechanism of said mobile 
communication terminal (Column 6 lines 48-68, column 7 lines 1-2); and a storage 
mechanism for storing therein information that has been collected by said collection 
means (Column 6 lines 48-68, column 7 lines 1-2, figure 3 element 132). 

Consider claim 10, Simpson et al. disclose a method for testing communication 
protocol in a mobile communication terminal (Column 1 lines 16-30, column 2 lines 65- 
68, column 3 lines 1-4), an external module being installed into said mobile 
communication terminal (Abstract, column 4 lines 49-52), said method comprising steps 
of: requesting said mobile communication terminal, by said external module, to execute 
a communication protocol sequence (Column 4 lines 53-56, where Simpson et al. 
describe a registration request); executing, by said mobile communication terminal, said 
communication protocol sequence in accordance with said request by said external 
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module (Column 4 lines 56-57, where Simpson et aL disclose a registered subscriber); 
acquiring, by said mobile communication terminal (keypad), information relating to the 
internal state of said mobile communication terminal (Column 6 lines 48-68, column 7 
lines 1-2); supplying, by said mobile communication terminal (microprocessor), the 
acquired information to said external module (Column 6 lines 48-68, column 7 lines 1-2, 
figure 3 element 122); collecting, by said external module, information that has been 
supplied by said mobile communication terminal (Column 6 lines 48-68, column 7 lines 
1-2); and storing, |n said external module, the collected information (Column 6 lines 48- 
68, column 7 lines 1-2, figure 3 element 132). 

Consider claims 2, 3 and 11, Simpson et al. disclose all the limitations as applied 
to claims 1 and 10 above and also disclose protocol execution mechanism for 
requesting said mobile communication terminal to execute a communication protocol 
sequence (Column 4 lines 53-56, where Simpson et al. describe a registration request, 
reads on claim 2) and protocol execution mechanism includes a mechanism for 
requesting the execution of said communication protocol sequence based on 
information that has been stored in said storage mechanism (Column 4 lines 53-56, 
where Simpson et al. disclose a subscriber validation code, reads on claim 3) and 
wherein said step of requesting to execute a communication protocol sequence includes 
requesting, by said external module to execute said communication protocol sequence 
based on information that is stored (Column 4 lines 53-56, where Simpson et al. 
disclose a subscriber validation code, reads on claim 11). 
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Consider claims 4 and 12, Simpson et al. disclose all the limitations as applied to 
claims 2 and 10 above and also disclose wherein said communication protocol 
sequence is a communication protocol sequence that is performed by radio between a 
mobile communication terminal and a base station (Column 4 lines 53-56, reads on 
claim 4) and wherein said step of executing a communication protocol sequence 
includes execution by said mobile communication terminal of a communication protocol 
sequence by radio with a base station (Column 4 lines 53-56, reads on claim 12). 

Consider claims 5 and 13, Simpson et al. disclose all the limitations as applied to 
claims 1 and 10 above and also disclose stored information processing mechanism 
(microprocessor) for processing information that has been stored in said storage 
mechanism (Column 4 lines 49-56, reads on claim 5) and processing information that is 
stored in said external module (Column 4 lines 49-56, reads on claim 13). 

Consider claims 6 and 14, Simpson et al. disclose all the limitations as applied to 
claims 5 and 13 above and also disclose wherein said protocol execution mechanism 
includes a mechanism for requesting the execution of a communication protocol 
sequence (registration) based on information (subscriber validation code) that has been 
processed by said stored information processing means (Column 4 lines 53-57, reads 
on claim 6) and wherein said step of executing a communication protocol sequence 
includes requesting, by said external module, execution of a communication protocol 
sequence (registration) based on information (subscriber validation code) that has been 
processed (Column 4 lines 53-57, reads on claim 14). 
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Consider claims 7 and 15, Simpson et al. disclose all the limitations as applied to 
claims 1 and 10 above and also disclose wherein said external module is any one of a 
SIM card (smart card), a USIM card, and an IC card having higher specifications than a 
SIM card or USIM card (Abstract, reads on claims 7 and 15). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

10. Claims 16-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Simpson ei ai. in view of Rimpela et al. (US 6,697,604 B1). 

Consider claim 16, Simpson et al. disclose an external module for installation in a 
mobile communication terminal (Abstract, column 4 lines 49-52), said external module 
comprising; a test program execution unit for performing test programs (Column 1 lines 
16-30, column 2 lines 65-68, column 3 lines 1-4, where Simpson et al. disclose 
enhancing a service card); a collection mechanism for communicating with said mobile 
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communication terminal to collect information relating to the internal state of said mobile 
communication terminal (Column 6 lines 48-68, column 7 lines 1-2) and a storage 
mechanism for storing therein information that has been collected by said collection 
mechanism (Column 6 lines 48-68, column 7 lines 1-2, figure 3 element 132). 

However, Simpson et al. do not disclose collecting during execution of test 
programs on said test program execution unit. 

Rimpela et al. disclose collecting during execution of test programs on said test 
program execution unit (Abstract, column 6 lines 26-36, column 8 lines 53-63, column 
10 line 46-column 11 line 12, where Rimpela et al. disclose running tests on a control 
block). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to collect information during execution of test programs on the test 
program execution unit, as taught by Rimpela et al., in the method of Simpson et al. for 
the purpose determining and controlling delays, data to be transmitted and desired 
functions of the mobile station (as suggested by Rimpela et al. in column 5 lines 33-45). 

Consider claim 17, Simpson et al. disclose a mobile communication terminal in 
which an external module for executing test programs is installed (Abstract, column 4 
lines 49-52), said mobile terminal comprising: an acquisition mechanism for acquiring 
information relating to the internal state of said mobile communication terminal (Column 
6 lines 48-68, column 7 lines 1-2, where Simpson et al. disclose customizing the 
operation (information relating to the internal state)); and an output mechanism for 
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supplying information that has been acquired by said acquisition mechanism to said 
external module (Column 6 lines 48-68, column 7 lines 1-2, figure 3 element 122). 

However, Simpson et al. do not specifically disclose acquiring during said test 
programs. 

Rimpela et al. disclose acquiring information during the test programs (Abstract, 
column 6 lines 26-36, column 8 lines 53-63, column 10 line 46-column 1 1 line 12, where 
Rimpela et al. disclose running tests on a control block). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to acquire information during the test programs, as taught by Rimpela et 
al., in the method of Simpson et al. for the purpose determining and controlling delays, 
data to be transmitted and desired functions of the mobile station (as suggested by 
Rimpela et al. in column 5 lines 33-45). 

Consider claim 18, Simpson et al. disclose a mobile communication system 
comprising a mobile communication terminal; and an external module for installation in 
said mobile communication terminal (Abstract, column 4 lines 49-52); wherein said 
mobile communication terminal comprises: an acquisition mechanism for acquiring 
information relating to the internal state of said mobile communication terminal (Column 
6 lines 48-68, column 7 lines 1-2, where Simpson et al. disclose customizing the 
operation (information relating to the internal state)); and an output mechanism for 
supplying information that has been acquired by said acquisition mechanism to said 
external module (Column 6 lines 48-68, column 7 lines 1-2, figure 3 element 122); and 
wherein said external module comprises: a test program execution unit for performing 
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test programs (Column 1 lines 16-30, column 2 lines 65-68, column 3 lines 1-4); a 
collection mechanism for collecting information that has been supplied by said output 
mechanism of said mobile communication terminal (Column 6 lines 48-68, column 7 
lines 1-2); and a storage mechanism for storing therein information that has been 
collected by said collection means (Column 6 lines 48-68, column 7 lines 1-2, figure 3 
element 132). 

However, Simpson et al. do not specifically disclose collecting information for test 
programs on said test program execution unit. 

Rimpela et al. disclose collecting information for test programs on said test 
program execution unit (Abstract, column 6 lines 26-36, column 8 lines 53-63, column 
10 line 46-column 1 1 line 12, where Rimpela et al. disclose running tests on a control 
block). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to collecting information for test programs, as taught by Rimpela et al., 
in the method of Simpson et al. for the purpose determining and controlling delays, data 
to be transmitted and desired functions of the mobile station (as suggested by Rimpela 
et al. in column 5 lines 33-45). 

Consider claim 19, Simpson et al. disclose a method for testing communication 
protocol by executing test programs in a mobile communication terminal (Column 1 
lines 16-30, column 2 lines 65-68, column 3 lines 1-4), an external module being 
installed in said mobile communication terminal (Abstract, column 4 lines 49-52), said 
method comprising steps of: requesting said mobile communication terminal, by said 
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external module, to execute a communication protocol sequence (Column 4 lines 53- 
57); executing, by said mobile communication terminal, said communication protocol 
sequence in accordance with said request by said external module (Column 4 lines 53- 
57); acquiring, by said mobile communication terminal, information relating to the 
internal state of said mobile communication terminal (Column 6 lines 48-68, column 7 
lines 1-2, where Simpson et al. disclose customizing the operation (information relating 
to the internal state)); supplying, by said mobile communication terminal, the acquired 
information to said external module (Column 6 lines 48-68, column 7 lines 1-2, where 
Simpson et al. disclose customizing the operation (information relating to the internal 
state) and this information is stored on the SIM card); collecting, by said external 
module, information that has been supplied by said mobile communication terminal as 
part of said test program (Column 6 lines 48-68, column 7 lines 1-2); and storing, in said 
external module, the collected information from said test program (Column 6 lines 48- 
68, column 7 lines 1-2, figure 3 element 132). 

However, Simpson et al. do not specifically disclose collecting information for test 
programs. 

Rimpela et al. disclose collecting information for test programs (Abstract, column 
6 lines 26-36, column 8 lines 53-63, column 10 line 46-column 11 line 12, where 
Rimpela et al. disclose running tests on a control block). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to collecting information for test programs, as taught by Rimpela et al., 
in the method of Simpson et al. for the purpose determining and controlling delays, data 
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to be transmitted and desired functions of the mobile station (as suggested by Rimpela 
et al. in column 5 lines 33-45). 

Conclusion 

1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

Staber (US 6,430,410 B1) disclose a test facility and test method for monitoring 
of GSM network services. 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alejandro Rivero whose telephone number is (571) 272- 
2839. The examiner can normally be reached M-F, 8:30AM-5:00PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nay Maung can be reached on (571) 272-7882. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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